Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA736379

Filing date: 03/29/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92056206
Party Defendant
Frank Rinn
Correspondence ALAN B SAMLAN
Address KNECHTEL DEMEUR SAMLAN
525 W MONROE STREET, SUITE 2360
CHICAGO, IL 60661
UNITED STATES
asamlan@kdslaw.com, dhurley@kdslaw.com
Submission Motion to Compel Discovery
Filer's Name David J. Hurley
Filer's e-mail dhurley@kdslaw.com
Signature /sl David J. Hurley
Date 03/29/2016
Attachments Registrant's Motion to Compel.pdf(102563 bytes )

Exhibit A.pdf(4544939 bytes )
Exhibit B.pdf(3175686 bytes )
Exhibit C(1).pdf(4070793 bytes )
Exhibit C(2).pdf(3748638 bytes )
Exhibit D(1).pdf(5157308 bytes )
Exhibit D(2).pdf(5202316 bytes )
Exhibit E.pdf(924902 bytes )
Exhibit F.pdf(3671534 bytes )
Exhibit G.pdf(186575 bytes )
Exhibit H.pdf(286469 bytes )
Exhibit 1.pdf(209877 bytes )
Exhibit J.pdf(180724 bytes )
Exhibit K.pdf(259031 bytes )
Exhibit L.pdf(567811 bytes )
Exhibit M.pdf(413836 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IML € INSTRUMENT MECHANIC LABOR, INC.

o —

)
Petitioner, )
)
V. ) Opposition No.: 92056206
)
FRANK RINN )
)
Registrant. )
Trademark : RESISTOGRAPH
Registration No. : 3,752,461
Registration Date : February 23, 2010

REGISTRANTESMOTION TO COMPEL ANSWERS TO INTERROGATORIES
AND RESPONSES TO DOCUMENT REQUESTS

Pursuant to Rule 37 of the Federal Rules of Civil Procedure and Ru@3and 2.127
of the Trademark Rules of Practice, Registrant, FRANK RINRINN, ), by its attorneys,
respectfully moves the Trademark Trial and Appeal Board for daraompelling Petitioner,
IML - INSTRUMENT MECHANIC LABOR, INC. (*IML,) to: (1) fully respond to all
deficiencies in Petitioner's answers to Registrant's intewwagat and (2) fully respond to all
deficiencies in Petitioner's responses to Registrant's docuregqoests and produce the
responsive documents support of this motion, Registrant states as follows:

l. BACKGROUND

On September 19, 2012, Petitioner, IML, filed a Petition For Carnellaagainst
Registrant's, RINN's, U.S. Trademark Registraon52,461for sRESISTOGRAPH. [Dkt.
1]. In the Petition For Cancellation, Petitioner asserfedr grounds for cancellation,
specifically, fraud, genericness, priority and likelihood of confusion, asre hescriptiveness.

Id.
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On or about November 29, 2012, Registrant filed an Answer in which Registrant denied
the essential allegations of the Petition For Cancellation andhilged that the Petition For
Cancellation be denie¢Dkt. 6].

As this Board is aware, these proceedings have been extended & cmnsent of
the parties to facilitate discussions for possible settlementtteerd as the matter was not
settled, to facilitate activities in connection with initial dessures and responding to the
parties' respective propounded written discovery. Under the curreadideiy Order, the
Discovery Period is set to close on June 17, 2016.

Il. REGISTRANT'S DISCOVERY EFFORTS
A. Registrant's Discovery Requests

On December 3, 2013, Registrant served Registrant's First Seeoblytories (Nos.
1-35) (Interrogatories), a true and correct copy of which is attached heretéxagit A,
and Registrant's First Request for Production of Documents to Patit{dloes. 1-43)
(sDocument Requesty a true and correct copy of which is attached heretBxsbit B,
(collectively referred to herein asRegistrant's Discovery Requests

On March 10, 2015, IML served Petitioner's Answer to Registrant's Sestof
Interrogatories, a true and correct copy of which is attached hergsdndmt C .

On May 22, 2015, IML served Petitioner's Response to Registrargts_Reiquest For
Production of Documents, a true and correct copy of which ishattialcereto agxhibit D .
No documents accompanied the response.

On or about May 27, 2015, IML produced Petitioner's first production of documents

(IML 00100 - 00259) to support Petitioner's Response to Registrant's Reécpiest For
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Production of Documents, a true and correct copy of the correspondenadingggame is
attached hereto @&xhibit E .*

On August 13, 2015, IML produced Petitioner's second production of documents (IML
00260 - 00811) to support Petitioner's Response to Registrant's FirstsREquéroduction
of Documents. [SeExhibit E, Pg. 2].

Then again, on October 14, 2015, IML produced Petitioner's third production of
documents (IML 00812 - 00887) to support Petitioner's Response to Re{adtiesitRequest
For Production of Documents. [SEghibit E, Pg. 3].

On November 20, 2015, Registrant's served Petitioner with a letter yawentif
deficiencies revealed in Petitioner's Answer to Registrantd Bet of Interrogatories and
Petitioner's Response to Registrant's First Request For PmdoftDocuments, a true and
correct copy of the letter is attached heretdealibit F. Specifically, this letter identified
deficiencies in the manner of production, Interrogatory Nos. 2, 3, 5, 10, 16, and 17; and
Document Request Nos. 2, 3, 5, 6, 8, 12, 13, 14, 17, 18, 19, 20, 21, 22, 34, 35, 36, 37, 38, 39,
40, and 42.

On December 16, 2015, Registrant sent a request to Petitioner requetdiegcartain
for Petitioner's response to the deficiency letter, a true andot@wopy of the correspondence
is attached hereto &xhibit G. No response was received from Petitioner.

In the absence of any response from Petitioner, on March 3, 2016{rRetgagain
sent another request to Petitioner regarding Petitioner's respansee deficiency letter, a

true and correct copy of the correspondence is attached hetetbibg H .

'The documents produced were bate stamped IML 00100 Q0@25IML began its numbering at IML 00100,
there are n@ocuments bate stamped IML 00001 - 00099.
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On March 3, 2016, Petitioner responded that it waagiting for some further client
information/instructions and substantivaesponses would be forthcoming, a true and correct
copy of the correspondence is attached herebxhmit | .

Then finally, on March 16, 2016, Petitioner provided its response to thaedefy
letter, a true and correct copy of the correspondence is attached hdfgloldts] .

After waiting four months, Petitioner decided to mespond to any of the deficiencies
raised in Registrant's deficiency letter. Instead of sobs@y responding, Petitioner, in
relevant partecontinued its objections to certain of the points pres$ed. J, Pg. 1, 73],
ereiterates certain discovery requests that [Petitioned[d] to be unduly burdensome and/or
where the cost of responding to such requests outweighs the need ofdhe geecking
discovery of information [Ex. J. Pg. 2, 2], indicated that it thougistome of the requests
may be reasonabl¢ld.] but failed to provide the answers or documents to any of these and/or
whether they will ever be provided, and contemplated Board interventioestdve these
discovery disputes. [Ex. J. Pg. 1, 14].

Petitioner's even further suggests that Registrant should simply igredeficiencies
for now and proceed directly to the time consuming and costly depositidhghve hope that
Registrant may somehow resolve these deficiencies thems@ses]. Pg. 2, 12]. This is
completely unacceptable. The burden of responding to Registrant's propownitted
discovery rests on the Petitioner. Registrant is entitled tdidher remedying all of its
deficiencies in order for Registrant to effectively defend thitter. Petitioner brought this

matter against Registrant and, and contrary to Petitioner's suggestiopyropgsty respond.
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. MOTION TO COMPEL
A party who has propounded discovery requests may use a motion to compesanswe
to interrogatories and responses to document requests for failusptmdeto these requests.
See 37 C.F.R. § 2.120(e).

A. Petitioner's Has Failed To Produce Its Documents In Accordanc®/ith Rule 34 of
Federal Rules of Civil Procedure

Upon receiving Petitionerfast production of responsive documents bate stamped IML
00100 - IML 00259, Registrant noted that these documents appeared individuatiiedefor
production and organized by various subject matter categoriesstiRagithen requested
Petitioner toeidentify, by bates number, the documents from this first productioniithat
believes to be responsive #ach of Registrant's Request For Production Nos. 1-48
accordance wittiRule 34(b)(2)(E)(i), *organize and label them tarespond to theategories
in the request.[See true and accurate copy of correspondence attached hdestulasK ].

In response, Petitioner refused asserting that this first productioresgionsive
documents bate stamped IML 00100 - IML 00259 was produced pursuant to Rule
34(b)(2)(E)(i), *as they are kept in the usual ceuof business[See true and accurate copy
of correspondence attached heretdakibit L ]. Petitioner's second production of responsive
documents were then identified as File Nos. 1-22 (i.e., covering IML 0024Q 60811), and
Petitioner's third production of responsive documents did not identify @ngsponding File
Nos. but simply identified the entire production as IML 00812 - IML 00887.

*A party selecting [this] alternative method of production bearsbtingen of
demonstrating that the documents made available were in fact pdodoosistent with that
mandate. . .To carry this burden, a party must do more than mepegsent to the court and
the requesting party that the documents have been produced as thegirdegned. Venture

Corporation LTD v. BarrettNo. 5: 13-cv-03384-PSG, at 2 (N.D. Cal. Feb. 5, 2014) and
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Charles Alan Wright, Arthur R. Miller, & Richard L. Marcusederal Practice and Procedure
§ 2213 at p.186.

The Court further enumerated that: *Providing infation about how documents and
ESI are kept under subsection (i) "[a]t a minimum . . . mean[s}hkadisclosing party should
provide information about each document which ideally would include, in $ash@n,[1]
the identity of the custodian or person from whom the documents were obt§2heal
indication of whether they are retained in hard copy or digitah&t, [3] assurance that the
documents have been produced in the order in which they are maintaiddd] a general
description of the filing system from which they were recovered.” Id. at 3.

Accordingly, Registrant requested Petitioner to provide this additiof@mation to
comply with the production method chosen by IML. [See true and accooyg of
correspondence attached heret&alsibit M |.

Petitioner, however, continues to refuse to comply with its chosen produngthod
asserting this now to beunduly burdensome and/or where the cost of responding to such
requests outweighs the need of the person seeking discovery rohatitm, [Ex. J. Pg. 2,
12]

Petitioner cannot have it both ways. All of the documents prodappeared to
Registrant to be individually selected for production and organizedigus subject matter
categories such that Petitioner should heorganizgd] and label[ed] them to correspond to
the categories in the requesin accordance with Rule 34(b)(2)(E)(i). Yet surprisingly,
Petitioner indicates that these documents were prodwacsethey are kegh the usual course
of business.If this is truly the case, and since Petitioner has not produced that many
documents (i.e., the totality of documents fits in less than one (1) fzatke), then

Petitioner must comply with the law and provide the additional information.

Page|6



B. Petitioner Has Failed to Respond To Deficiencies In Petitia's Responses To
Reqistrant's Discovery Requests

Registrant asserts the following deficiencies in Petitioner'sv&nso Registrant's First
Set of Interrogatories, Interrogatory Nos. 2, 3, 5, 10, 16, and 17; andatii Response to
Registrant's First Request For Production of Documents, Documguoe&eNos. 2, 3, 5, 6, 8,

12, 13, 14, 17, 18, 19, 20, 21, 22, 34, 35, 36, 37, 38, 39, 40, artle#alspExhibit F]

INTERROGATORY #2:
For each product or service identified or described in answer to Interrogdtcstate:
€)) the Date that Petitioner first used anywhere the Petitioner's Madaninection
with that product or service in the United States; and
(b) the Date that Petitioner first used in interstate commerce the Pet#ibteaaks
in connection with that product or service in the United States.

Deficiency. Petitioner's answer to this interrogatory that "IMbtes that in its U.S.
trademark application serial no. 76/376715, it stated a date of firsff tise trademark
RESISTOGRAPH in commerce in the U.S. as having occuatdéast as early as
April, 1997..." @mphasis addellis vague and incomplete.

As Petitioner is asserting priority as a ground for cancellatR@yistrant is
entitled to know all of the trademarks that Petitioner is d@ageptior use to support its
petition. Petitioner refers to RESISTOGRAPH in its answer above andifaites the
trademark IML-RESISTOGRAPH from U.S. Trademark Application, Serial Numbe
85/315,107, in its Petition for Cancellation. Accordingly, please confiltnofathe
trademarks that Petitioner is asserting prior use to support its prilaiity. c

For each of these trademarks, a statement that the datdaastaas early as" is
not sufficient. The exact dates that Petitioner first used timasks in connection with
the goods and services identified in answer to Interrogatory Noydhane in the
United States and first used in interstate commerce in the Usitgds must also be

provided.
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INTERROGATORY #3:

For each use identified in answer to Interrogatory #2(a) andide} the Petitioner claim to
have acquired the rights to said use therein from any other persiowljngclML-Instrumenta
Mechanic Labor System GmbH, or any other person which is a parepangrar predecessor
in interest of the Petitioner, respecting ownership of the markhdf answer to this
Interrogatory is anything other than an unqualified negative:

(@)

(b)
(©)

(d)
(e)

identify each person from whom the Petitioner claims to hagairad the
rights;

state the date on which the acquisition occurred;

state in detail all facts and circumstances as to howidPeti acquired such
trademark rights;

identify all persons having knowledge of the acquisition; and

identify all documents referring or relating to the acquisition.

Deficiency. Petitioner's objection and answer to this interrogatory is vague and

incomplete. In its Petition for Cancellation, Petitioner make the followliegations:

"9. In 1993 and 1994, IML-Germany [i.e., IML-Instrumenta Mechanic Labor

System GmbH] instructed and paid Rinn to present its RESISTOGRAPHmMesit at

several conferences in the United States."

"12. In 1997, IML-Germany established Petitioner as its U.S. subsidiad/

U.S. sales of its RESISTOGRAPH instruments began in earnest..."

"25. Since Petitioner [i.e., IML-Instrument Mechanic Labor, Inc. latate

Kennesaw, Georgia] commenced its use of the RESISTOGRAPH trademarluirsthe

in 1993..."

Based on the above, Petitioner alleges that both IML-Germasy [ML-

Instrumenta Mechanic Labor System GmbH] and Petitioner [i.e., iMt-dment

Mechanic Labor, Inc. located in Kennesaw, Georgia] commenced uséeof t

RESISTOGRAPH trademark in 1993; yet, further alleges that Petfitivas not

established until 1997.

Accordingly, if Petitioner [i.e., IML-Instrument Mechanic Labor, .Itmcated in

Kennesaw, Georgia] claims to have acquired rights to any trakemae.,
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RESISTOGRAPH, IML-RESISTOGRAPH, etc...] in answer to Interrogatory No. 2
from IML-Germany [i.e., IML-Instrumenta Mechanic Labor SystédmbH] with
which it is basing its dates of first use to support its pyiaridim, Registrant is entitled

to the answers to this Interrogatory No. 3(a)-(e). If the anssvap, then Petitioner

must likewise confirm.

INTERROGATORY #5:

State in detail all facts and circumstances as to how IMLudnstnta Mechanic Labor System
GmbH exercises ownership and control over the nature and qualitgcbf af Petitioner's
Marks.

Deficiency. Petitioner's objection and answer to this interrogatory is incaenple
Petitioner claims to have acquired rights to any trademarksswea to Interrogatory
No. 3 from IML-Germany [i.e., IML-Instrumenta Mechanic Labor SystembH] with
which it is basing its dates of first use to support its gyiaiaim, Registrant is entitled
to know the facts and circumstances of how IML-Germany [i.e., IMitrumenta
Mechanic Labor System GmbH] exercised ownership of this tradtemeer the
Registrant, Frank Rinn (e.g., is there some provision in an emphtyaggeement,
independent contractor agreement, license agreement that supporgsolviership
over Frank Rinn, or is it something else?) and how did IML-Germaay, [ML-
Instrumenta Mechanic Labor System GmbH] exercise control owemé#ture and
quality of this trademark by Frank Rinn (e.g., at the very leagneral description of
what actions were taken).

INTERROGATORY #10:

State in detail all facts and circumstances relatingetdgiéner's or, its predecessor in interest's

(i.e., if acquired through IML-Instrumenta Mechanic Labor Systenb&nor any other person

which is a parent company or other predecessor in interest), cam;eptinsideration,

development, selection, and adoption of Petitioner's Marks, and identify each and esamny per

whether or not associated with the Petitioner, who participated concerning:
(@ the selection of each of Petitionerfs Marks,
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(b)  the date the person(s) participated in the selecidetitionerfs Marks; and
(c) the extent of the person(s) participation in tHet®n of Petitionerfs Marks.

Deficiency. Petitioner's objection and answer to this interrogatory is incomplét
Petitioner claims to have acquired rights to any trademarksswex to Interrogatory
No. 3 from IML-Germany [i.e., IML-Instrumenta Mechanic Labor SystembH] with
which it is basing its dates of first use to support its pyiarihim, Registrant is entitled

to know the facts and circumstances of IML-Germany [i.e., IMIltriimnsenta Mechanic
Labor System GmbH] conception, consideration, development, selection andadopti
of those trademarks and the identity of each and every person in conneith (a)-

(©).

Petitioner's objection relating to IML-Germany [i.e., IML-Instrenta
Mechanic Labor System GmbH] is also improper. Petitioner cannot adsgétians to
support its Petition for Cancellation relating to IML-Germanyudimng, for example,
that IML-Germany adopted the trademark RESISTOGRAPH" [Petition For
Cancellation, 7], and then assert that since IML-Germany is nudrty to this
proceeding, it does not have to answer this interrogatory.

If Petitioner doesiot claim to have acquired rights to any trademarks in answer
to Interrogatory No. 3 from IML-Germany [i.e., IML-Instrumenta dlanic Labor
System GmbH] and instead is basing its dates of first usapjmo# its priority claim
upon Petitioner only, Registrant is entitled to know the facts amudirostances of
Petitioner's [i.e., IML-Instrument Mechanic Labor, Inc. lodate Kennesaw, Georgia]
conception, consideration, development, selection and adoption of those trademarks

and the identity of each and every person in connection with (a)-(c).
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INTERROGATORY #16:

Excluding the Registrant, has Petitioner ever objected in any avenetuse or registration by
any person of the RESISTOGRAPH mark or any part thereof on the basiegedasimilarity
or likelihood of confusion? If the answer to the Interrogatorangthing other than an
unqualified negative, state in detail all facts and circumstamtatng to each such objection
including the resolution thereof.

Deficiency. Petitioner's answer to this interrogatory is incomplete. Beétls answer
to this interrogatory that "IML has not objectedwriting to the use or registration by
any party other than Registrant of the term RESISTOGRAPH temdamark on the
basis of alleged similarity or likelihood of confusiorénfphasis addedl implies that
Petitioner may still have made objections orally that may heselted in subsequent
writings relating to resolution of the same. Accordingly, Reegig is entitled to
Petitioner's answer to this interrogatory relating to any alogections and resolutions
of same.

INTERROGATORY #17:

Excluding the Registrant, has any person objected to Petifiomnese or registration ahy of

Petitioner's Marks or any part thereof on the basis of allegedasty or likelihood of

confusion? If the answer to this Interrogatory is anything dtieem an unqualified negative,

state in detail all facts and circumstances relating @ eauch objection including the
resolution thereof.

Deficiency. Petitioner's answer to this interrogatory is incomplete. Beétis answer

to this interrogatory that "no person other than Registrant has etjectvriting to

IML concerning IML's use of the term RESISTOGRAPH as a trademark on the basis of

alleged similarity or likelihood of confusion“efnphasis addedl implies that oral
objections may still have been made resulting in subsequent writitefngeto
resolution of the same. Accordingly, Registrant is entitled tdgi®etr's answer to this

interrogatory relating to any oral objections and resolutions of same.
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REQUEST FOR PRODUCTION #2

All documents which memorialize, relate, or refer to the Date Bweditioner first used
anywhere the Petitioner's Marks in connection with each product andesanvthe United
States.

Deficiency. Petitioner's production to this request is incomplete. In the resporisis
request, Petitioner states that "IML will produce responsive docunmergply hereto."
However, upon review of IML's production, none appear responsive. Petitioner must
identify by bate stamp the documents that IML produced which gpensive to this
request or produce the responsive documents.

REQUEST FOR PRODUCTION #3

All documents which memorialize, relate, or refer to the Date Feditioner first used in

interstate commerce the Petitioner's Marks in connection with gaduct and service in the
United States

Deficiency. Petitioner's production to this request is incomplete. In the respoisis
request, Petitioner states that "IML will produce responsive docunmergply hereto."
However, upon review of IML's production, none appear responsive. Petitioner must
identify by bate stamp the documents that IML produced which apensive to this

request or produce the responsive documents.

REQUEST FOR PRODUCTION #5.

All documents which memorialize, relate, or refer to any assigtsnkcenses, distributorship
agreements, security agreement, or any other type of traisé@ry rights or ownership from
any third party (including IML-Instrumenta Mechanic Labor SystémbH, or any other
person which is a parent company or predecessor in interest)titmree in each of
Petitioner's Marks, together with related correspondence or d@ticements between the third
party and Petitioner.

Deficiency. Petitioner's production to this request is incomplete. Upon review bEIM
production, a Distributor Agreement from IML-Germany [i.e., IML-Instrutae
Mechanic Labor System GmbH], bate stamped IML 00403 through 00418, and

correspondence bate stamped IML 00377 through 00381, IML 00382 through 00402,
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are the only documents that appear responsive to this request. Asqinest further
includes "assignments, licenses, security agreement, or amytygiheof transfer of any
rights or ownership from any third party (including IML-Instrumektechanic Labor
System GmbH to Petitioner in each of Petitioner's Marks", Petitionest identify by
bate stamp if there are any other documents that IML produceth ahe responsive to
this request or produce the responsive documents. If the answer is nhohesdre
the only documents, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #6.

All documents relating to any past, current, or proposed assigsnlieenses, distributorship

agreements, security agreement, or any other type of traishery rights or ownership from

Petitioner to any third party in each of Petitioner's Mattgether with related correspondence
or other documents between Petitioner and the third party.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto.”
However, upon review of IML's production, there are no "assignments, Ig;ense
distributorship agreements, security agreements, or any otherofytransfer of any
rights or ownership from Petitioner to any third party in eatlretitioner's Marks."
Petitioner must identify by bate stamp if there are any deatsnthat IML produced
which are responsive to this request or produce the responsive docunthetsn$wer
is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #8.

All documents which memorialize, relate, or refer to, and/or suppoitioRet's answer to
Interrogatory #5.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentsepiyrhereto.”
However, upon review of IML's production, there are no documents supporting

Petitioner's answer to Interrogatory No. 5. Petitioner must idehiifypate stamp if
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there are any documents that IML produced which are responsive teedisst or
produce the responsive documents. If the answer is none, then Petitiohékemise
confirm.

REQUEST FOR PRODUCTION #12

All documents which memorialize, relate, or refer to the conception, idevaton,
development, selection, and adoption by Petitioner of each of Petitioner's Marks.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto."
However, upon review of IML's production, there are no documents regarding
conception, consideration, development, selection, and adoption by Petiticzashof
of Petitioner's Marks. Petitioner must identify by bate stantipere are any documents
that IML produced which are responsive to this request or produce the rnigspons
documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #13

All documents which memorialize, relate, or refer to the conception, idevaton,

development, selection, and adoption by Petitioner's predecessor istlatére., if acquired

through IML-Instrumenta Mechanic Labor System GmbH, or any other pevhaih is a
parent company or other predecessor in interest) of each of Petitiongts Ma

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto."
However, upon review of IML's production, there are no documents regarding
conception, consideration, development, selection, and adoption by Petitioner's
predecessor in interest (i.e., if acquired through IML-Instrumentahktec Labor
System GmbH) or other predecessor in interest of each of Pataidferks. Petitioner

must identify by bate stamp if there are any documents thatgiduced which are
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responsive to this request or produce the responsive documents. If the isnsoves,
then Petitioner must likewise confirm.
REQUEST FOR PRODUCTION #14

All documents which memorialize, relate, or refer to, and/or supportaatievery allegation
in Petitionerfs Petition For Cancellation, Paragiap

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto.”
However, upon review of IML's production, there are no documents supporting
Petitioner's Petition For Cancellation, Paragraph 7. Petitiongst rdentify by bate
stamp if there are any documents that IML produced which are respdosthis
request or produce the responsive documents. If the answer is none etiieme?
must likewise confirm.

REQUEST FOR PRODUCTION #17.

All documents which memorialize, relate, or refer to any rebeatudy, or investigation(s),

including surveys, pretest, poll, questionnaire, or other investigatmducted by, for, or on

behalf of, the Petitioner or any other entity neigtto the publicfs recognition of or reaction to

any or all of Petitionerfs Marks, secondary mearaagfusionor the likelihood of confusion,

mistake or deception resulting from the use of anwll of Petitionerfs Marks, or any part
thereof.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseply hereto.”
However, upon review of IML's production, there are no documents regading
research, study, or investigation(s), including surveys, pretest,qo@stionnaire, or
other investigations conducted by, for, or on behalf of, the Petitiofemge to the
public's recognition of or reaction to Petitioner's Marks, secondagning, confusion,

or likelihood of confusion, mistake or deception resulting from the udgebfioner's

Marks. Petitioner must identify by bate stamp if there are doguments that IML
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produced which are responsive to this request or produce the responsivemscifime

the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #18

All documents which memorialize, relate, or refer to any rebeatudy, or investigation(s),
including surveys, pretest, poll, questionnaire, or other investigabowlucted by, for, or on
behalf of, the Petitioner or any other entity neigtto the publicfs o®gnition of or reaction to
any or all of Registrantfs Marks, secondary meamiogfusion or the likelihood of confusion,
mistake or deception resulting from the use of anwll of Registrantfs Marks, or any part
thereof.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto."
However, upon review of IML's entire production, there are no documents ragardi
any research, study, or investigation(s), including surveys,spretell, questionnaire,
or other investigations conducted by, for, or on behalf of, the Petitietsing to the
public's recognition of or reaction to Registrant's Marks, secondary meeonigsion,
or likelihood of confusion, mistake or deception resulting from theofig®egistrant's
Marks. Yet, Petitioner's answer to Interrogatory Nos. 12-15, furtteess none.
Petitioner must reconcile this conflict and identify by batengtaf there are any
documents that IML produced which are responsive to this request or pribsiuce
responsive documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #19

All documents which memorialize, relate, or refer to any reveatudy, or investigation(s),

including surveys, pretest, poll, questionnaire, or other investigabowlucted by, for, or on
behalf of, the Petitioner or any other entity relating to whether Registkéatisis generic.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentsepiyrhereto.”
However, upon review of IML's production, there are no documents regarding any

research, study, or investigation(s), including surveys, pretest,qo@stionnaire, or
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other investigations conducted by, for, or on behalf of, the Petitioner relating to whethe
Registrant's Mark is generic. Yet, Petitioner's answer tarogatory No. 14, further
states none. Petitioner must reconcile this conflict and identifigaby stamp if there
are any documents that IML produced which are responsive to thisstemuproduce

the responsive documents. If the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #20

All documents which memorialize, relate, or refer to any instaha#(confusion, mistake or
deception, including inquiries, comments or other communications on lméhaly, or from
any customers, purchasers, suppliers, distributors, or any meaflikespublic, either written
or oral, involving, referring to, which suggests, implies, infers @mfusion, suspicion, belief
or doubt as to a possible relationship between Petitioner and Regstithet source, origin,
affiliation, association, sponsorship, or approval of their respective products adices.

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documents pty rbereto.”
However, upon review of IML's production, there are no documents regarding
instance(s) of confusion, mistake or deception, including inquiries, coraraeather
communications on behalf of, by, or from any customers, purchasers, essppli
distributors, or any members of the public, either written or oral, wngl| referring to,
which suggests, implies, infers any confusion, suspicion, belief or doubt as to a possible
relationship between Petitioner and Registrant or the source, oriffilatian,
association, sponsorship, or approval of their respective products angioeseYet,
Petitioner's answer to Interrogatory No. 19, further states tbat [Retitioner] is aware

of instances of apparent confusion relating to the RESISTOGRAPH manke!
Petitioner must reconcile this conflict and identify by batengtaf there are any
documents that IML produced which are responsive to this request or pribduce
responsive documents. If the answer is none, then Petitioner must likenigen and

supplement its interrogatory answer.
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REQUEST FOR PRODUCTION #21

Each and every piece of misdirected mail or e-mail, evidencelefh@ne calls, orders,
inquiries or communications received by Petitioner with respechyooa all of Petitionerfs
Marks which were or may have been intended for Registrant

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto."
However, upon review of IML's production, there are no documents regarding
misdirected mail or e-mail, evidence of telephone calls, orders, ri@suior
communications received by Petitioner with respeany or all of Petitionerfs Marks
which were or may have been intended for Registrant. Yet, Petiticenesiser to
Interrogatory No. 19, further states that "yes, [Petitionerhvigre of instances of
apparent confusion relating to the RESISTOGRAPH name/mark." Petitronst
reconcile this conflict and identify by bate stamp if thare any documents that IML
produced which are responsive to this request or produce the responsiverdscifime
the answer is none, then Petitioner must likewise confirm and suppletsent
interrogatory answer.

REQUEST FOR PRODUCTION #22

Each and every comment, criticism, complaint, evaluation, or any wifeemation either at

the request of the Petitioner or unsolicited from any custonpecspective customers of

Petitioner, purchasers, suppliers, distributors, or any members ptilthe, either written or

oral, pertaining to the quality of Petitionerfsdarcts and/or services sold or rendered under
each of Petitionerfs Marks.

Deficiency. Petitioner's production to this request is incomplete. Upon review losIM
production, correspondence bate stamped IML 00379 is the only documeagifibats
responsive to this request. Petitioner must identify by bate dfaimgre are any other
documents that IML produced which are responsive to this request or prdauce t
responsive documents. If the answer is no others and this is the opbnse®

document, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #34
All documents which memorialize, relate, or refer to, and/or suppdntaat every allegation
in Petitionerfs Petition For Cancellation, Paragip

Deficiency, Petitioner's production to these requests is incomplete. In this response
Petitioner states that "IML will produce responsive documents ply fieereto” that
support each and every allegation in Petitioner's Petition For [Cdimse Paragraph 8.
However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there aré@uments that IML
produced which are responsive to this request or produce the responsivemsciime
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #35

All documents which memorialize, relate, or refer to, and/or suppoint &ad every allegation
in Petitionerfs Petition For Cancellation, Paragp

Deficiency, Petitioner's production to these requests is incomplete. In this response
Petitioner states that "IML will produce responsive documents ply rieereto” that
support each and every allegation in Petitioner's Petition For [Gdrmre Paragraph 9.
However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there aré@uments that IML
produced which are responsive to this request or produce the responsivemsciime
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #36

All documents which memorialize, relate, or refer to, and/or suppdntaat every allegation
in Petitionerfs Petition For Cancellation, ParagEp

Deficiency, Petitioner's production to these requests is incomplete. In this response
Petitioner states that "IML will produce responsive documents pty rigereto” that

support each and every allegation in Petitioner's Petition For [Gdime Paragraph
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10. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there aré@uments that IML
produced which are responsive to this request or produce the responsivemsciime
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #37.

All documents which memorialize, relate, or refer to, and/or supportaatievery allegation
in Petitionerfs Petition For Cancellation, Paragi&h

Deficiency, Petitioner's production to these requests is incomplete. In this response
Petitioner states that "IML will produce responsive documents ply reereto” that
support each and every allegation in Petitioner's Petition For [Gdime Paragraph
11. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there are@ryments that IML
produced which are responsive to this request or produce the responsivemsciime
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #38

All documents which memorialize, relate, or refer to, and/or suppdntasat every allegation
in Petitionerfs Petition For Cancellation, Paragi&h

Deficiency, Petitioner's production to these requests is incomplete. In this response
Petitioner states that "IML will produce responsive documentephy rhereto” that
support each and every allegation in Petitioner's Petition For [Gdimee Paragraph

12. However, upon review of IML's production, there do not appear to be any such
documents. Petitioner must identify by bate stamp if there aré@uments that IML
produced which are responsive to this request or produce the responsiverdsciime

the answer is none, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #39
All documents which memorialize, relate, or refer to, and/or suppdntast every allegation
in Petitionerfs Petition For Cancellation, Paragy&p

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto.”
However, upon review of IML's production, it is unclear what, if any, docusres
produced supporting Petitioner's Petition For Cancellation, Paragraphh80, t
"extensive usage of RESISTOGRAPH as descriptive or generic tarmedistance-
measuring drilling instruments used to determine the nature andygofalrees and
wood products, RESISTOGRAPH no longer serves as a source-identifier for
Respondent [RINN]." Petitioner must identify by bate stamp the docurtteattsML
produced which are responsive to this request or produce the responsiverdsciime
the answer is none, then Petitioner must likewise confirm.

REQUEST FOR PRODUCTION #40

All documents which memorialize, relate, or refer to, and/or suppont @&zt every allegation
in Petitionerfs Petition For Cancellation, Paragy&j

Deficiency. Petitioner's production to this request is incomplete. In the response,
Petitioner states that "IML will produce responsive documentseplyrhereto.”
However, upon review of IML's production, it is unclear what, if any, docusrem
produced supporting Petitioner's Petition For Cancellation, Paragraphhat, t
"consumers no longer view RESISTOGRAPH as a source-identifier $istence-
measuring drilling instruments used to determine the nature andyqoflirees and
wood products.” Petitioner must identify by bate stamp the documerttsiMha
produced which are responsive to this request or produce the responsivesciime

the answer is none, then Petitioner must likewise confirm.
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REQUEST FOR PRODUCTION #42
All documents which Petitioner intends to rely upon in this proceeding.

Deficiency. Petitioner's production to this request is incomplete. In the response,

Petitioner states that "IML will produce responsive documentseplyrhereto."

However, upon review of IML's production, it is unclear what, if any, docusrem

produced supporting Petitionegdlegations of fraud by Registrant, that Registrant's

mark is generig and that Registrant's mark merely descriptive As these are the
specific grounds that Petitioner is asserting for its cartimllaPetitioner must identify
by bate stamp the documents that IML produced which are responging tequest or
produce the responsive documents. If the answer is none for any or all of thasasgr
then Petitioner must likewise confirm.

C. Registrant Has Satisfied Its Good Faith Requirements Prior to Hing the Instant

Motion

A motion to compel discoverymust be supported by a written statement from the
moving party that such party or [its] attorney has made a gooddtdh, by conference or
correspondere to resolve with the other party or [its] attorney the issuesemted in the
motion, and has been unable to resolve their differen8ésC.F.R. 2.120(e).

Registrant made multiple good-faith attempts to secure respaas&egistrant's
Discovery Requests without Board intervention. [See, Exs. F, G, and H]. Iniestance,
Petitioner either did not respond or indicated that it wasiting for some further client
information/instructions and substantive responses would be forthconifdge Exs. H, and
I]. Registrantrelied upon those statements with the expectation that it would, inkac
receiving substantive responses to the deficiencies.

Instead, after nearly 4 months, Petitioner refuses to respond to tleedeies in

Registrant's Discovery Requests. Petitioner's inactivity ferldst 4 months in connection
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with these deficiencies only to suggest a further conferenceurofi substantively responding
serves only a delay tactic to avoid having to remedy the defis. Accordingly, Registrant
respectfully requests the Board compel Petitioner to fully respomioetaleficiencies in both
Petitioner's answers to Registrant's interrogatories antioRetis responses to Registrant's
document requests.
\Y2 CONCLUSION

For the reasons stated above, Registrant requests the Board ggssitaRt's Motion
to Compel and order Petitioner to respond to and produce documents respondié tioeal
deficiencies in Registrant's Document Requests and to do so withiy @@t days from the
mailing date of the Board's ruling on this Motion. And, that Petitioner shbellimited to
only the discovery provided and barred froetying as evidence upon documents properly
requested by Registrant but not produced by Petitioner

Respectfully submitted,

Dated: March 29, 2016 By: /s/ David J. Hurley

Alan B. Samlan

David J. Hurley

KNECHTEL, DEMEUR & SAMLAN
525 W. Monroe St., Suite 2360
Chicago, IL 60661

Phone : 312/655-9900

Fax : 312/655-1917

Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com

ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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CERTIFICATE OF MOVING PARTY
Pursuant to 37 C.F.R. 82.127(e), the undersigned hereby certifieotimset for Registrant,
FRANK RINN, made a good faith effort, by conference or correspondemaesotlve with
Petitioner, IML - INSTRUMENT MECHANIC LABOR, INC., the issues regardinge t
deficiency issues in Petitioner's discovery responses presentesl indtion and were not able
to reach agreement on a resolution.

By: /s/ David J. Hurley

ATTORNEY FOR REGISTRANT, FRANK
RINN

CERTIFICATE OF ESTTA FILING

| hereby certify that this Motion is being filed with the U.Stepd and Trademark Office
Trademark Trial and Appeal Board, PO Box 1451, Alexandria, VA 22313 via ESTTA4, filin
this 29th day of March, 2016.

By:__ /s/ David J. Hurley

Alan B. Samlan

David J. Hurley

KNECHTEL, DEMEUR & SAMLAN
525 W. Monroe St., Suite 2360
Chicago, IL 60661

Phone : 312/655-9900

Fax : 312/655-1917

Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com

ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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STATE OF ILLINOIS )
) SS
COUNTY OF COOK )

CERTIFICATE OF SERVICE

I, the undersigned attorney, hereby certify that | causee sehbved a true and correct copy of
the foregoing REGISTRANTE€S MOTION TO COMPEL ANSWERS TO
INTERROGATORIES AND RESPONSES TO DOCUMENT REQUESTS upon the
following parties and in the manner indicated on the 29th day of March, 2016:

Via E-mail: sploen@ploen.com; csutter@ploen.com
Sean Ploen
Coleman Sutter
PLOEN LAW FIRM PC
100 South Fifth Street, Suite 1900
Minneapolis, MN 55402

Via E-mail: hbalmat@balmatlaw.com
Heather Balmat
BALMAT LAW, PLLC
977 Seminole Trail, #342
Charlottesville, VA 22901

By:

U.S. Postal Service, ordinary first class malil

U.S. Postal Service, certified or registered mail,
Return receipt requested

Hand delivery

Facsimile

Electronic service via the Courtfs CM/ECF system
Other (specify)_E-mail, by agreement of parties

I |

Respectfully submitted,

By:_/s/ David J. Hurley

KNECHTEL, DEMEUR & SAMLAN
535 W. Monroe St., Suite 2360
Chicago, IL 60661

Phone : 312/655-9900

Fax : 312/655-1917

Email : asamlan@kdslaw.com
Email : dhurley@kdslaw.com

ATTORNEYS FOR REGISTRANT, FRANK
RINN.
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David Hurley

From: David Hurley [dhurley@kdslaw.com]

Sent: Tuesday, December 3, 2013 2:22 PM

To: 'Sean Ploen'; 'Alan Samlan'

Cc: 'Heather Balmat'; 'Barbara Wold'

Subject: RE: IML - Instrument Mechanic Labor, Inc. v. Frank Rinn (Opposition No.: 82056206)
Attachments: Registrant's First Set of Interrogatories.pdf; Registrant's First Request for Production of

Documents.pdf

Dear Sean,
Thank you for filing the Motion for Extension of Discovery and hope you had a happy Thanksgiving as well.

With respect to Registrant’s Answer to [Petitioner’s] First Set of Interrogatories, this document is completed and is in the
process of being executed by the client. Upon receipt, we shall forward this document to you.

With respect to Registrant’s Response to [Petitioner’s] First Request For Production of Documents, we likewise have
been diligently working on these requests as well. Given the client’s travel schedule, extensive nature of the requests,
and language barrier with the client in obtaining and providing the proper documents and our understanding/translation
of documents provided in German, this certainly is requiring a lot of effort to complete. While we are making progress
and continue to do so, there is still much more work to be done to complete these responses.

Please also find attached Registrant’s First Set of Interrogatories and Registrant’s First Request For Production of
Documents.

In the meantime, if you have any questions regarding the above, please feel free to contact us.
Thanks, Dave

David J. Hurley

Knechtel, Demeur & Samlan

525 West Monroe Street, Suite 2360
Chicago, IL 60661

Phone: (312) 655-9900

Facsimile: (312) 655-1917

From: Sean Ploen [mailto:sploen@ploen.com]

Sent: Friday, November 22, 2013 1:56 PM

To: Alan Samlan

Cc: Hurley, Dave; Heather Balmat; Barbara Wold
Subject: Re: RESISTOGRAPH matter -- various items

Hi, Alan --

You'll recall that the parties in the RESISTOGRAPH matter had agreed to a six-month extension of the
discovery close and other case deadlines, but that the PTO only permits use of the ESTTA system for three-
month extension requests, the first of which we filed for in September. Attached is a copy of the second such
request as filed earlier today, bringing us out to the agreed-upon six months. Just let me know if you have any
questions concerning same, and in the meantime, have a happy Thanksgiving.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IML — INSTRUMENT MECHANIC LABOR, INC. )
)
Petitioner, )
)
Y. ) Opposition No.: 92056206
)
FRANK RINN )
)
Registrant. )
Trademark 2 RESISTOGRAPH
Registration No. £ 3,752,461
Registration Date : February 23, 2010

REGISTRANT’S FIRST SET OF INTERROGATORIES

Pursuant to Rule 33 of the Federal Rules of Civil Procedure and Rule 2.120 of the
Trademark Rules of Practice, FRANK RINN (the “Registrant™) hereby serves this first set of
interrogatories on Petitioner, IML-INSTRUMENT MECHANIC LABOR, INC. (the
“Petitioner”) and demands that Petitioner answer the following interrogatories fully and
separately in writing and under oath and serve its answers within thirty (30) days of service
thereof.

To the extent that the answer to any of these interrogatories may at any time need to be
enlarged, diminished, or modified by further or additional information acquired subsequent to the
filing of its answers, Registrant requests that Petitioner, pursuant to Rule 26(e) of the Federal
Rules of Civil Procedure, promptly thereafter serve and file supplemental answers reflecting any

changes to its answers.
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DEFINITIONS AND INSTRUCTIONS

1. The term "Petitioner” refers to IML-Instrument Mechanic Labor, Inc., any persons
who are, or at any time to which these interrogatories relate to, were controlled by or otherwise
acting on behalf of the foregoing, the present or former officers, directors, partners, employees,
agents, and representatives of any of the foregoing. This definition is not intended to impose a
discovery obligation on any person who is not a party to the present proceeding.

2. The term "Registrant” refers to Frank Rinn, and includes any persons who are, or
at any time to which these interrogatories relate to, were controlled by or otherwise acting on
behalf of the foregoing, the present or former partners, employees, agents, and representatives of
any of the foregoing.

3. The term “person™ or “persons” refers to natural persons, corporations, and any
other form of business entity including, without limitation, partnerships, firms, ventures, and
associations and shall include divisions, departments, subsidiaries, directors, officers, owners,
members, employees, agents, attorneys or anyone else acting on the person’s or entities’ behalf.

4. The term “document™ or “documents” is used in its customary broad sense to
define any communication and shall include without being limited to, the following items,
whether printed, written, electronic, digital, produced by hand, or reproduced by any process,
whether interoffice or with outside parties, and whether or not claimed to be privileged or
otherwise excludable from discovery, namely, memoranda, correspondence, records, letters,
notes, reports, diaries, cables, telegrams, telecopies, telexes, wires, photographs, stenographic or
handwritten notes, studies, publications, books, pamphlets, pictures, maps, surveys, statistical
compilations, appraisals, summaries of records or telephone conversations, summaries or records

of personal conversations, summaries or reports of investigations, opinions or reports of
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Fifth Street Towers
Fax:651.894.6801 100 South Fifth Street, Suite 1900 Main: 651.894.680!
Direct: 651.894.6803 Minneapolis, MN 55462267 E-mail: sploen@ploen.cor

March 16, 2016

Via Electronic Mail and First Class Mail
David J. Hurley, Esq.

Knechtel, Demeur & Samlan

525 West Monroe, Suite 2360
Chicago, lllinois 60661

RE: IML B Instrument Mechanic Labor, Inc. v. Frank Rinn
Opposition No.: 92056206

Dear Dave:

We return to you again concerning your letter of November 20, 2015 (the OClaimed
Deficiencies LetterO), in which you detail various alleged deficiencies imRetds (OIMLO)
Objections and Responses to RegistrantOs First Set of Interrogatories and PetitionerOs Response
to RegistrantOs First Request For Production of Documents. We are mindful that in the last
request for an extension that the parties filed with the Board, the parties set for therhselves t
goal of resolving discovery disputes such as those outlined in your letter by March 17; that date
now is almost upon us, and although the OdeadlineO is an informal one, we nonetheless would
like to work with you in a further attempt to resolve the issues raised in the Claimed mxedisie
Letter on an informal basis, if possible.

We also note that the informal schedule filed by the parties sets April 1 as the desired
date for the parties to agree upon and set a deposition schedule.

To that end, I think it would be productive for us now to schedule a conversation
concerning two subjects: (i) our sideOs continued objections to certain of the points pressed in
the Claimed Deficiencies Letter, in the hope that the range of disputed points migkt bélea
narrowed before the filing of any motion to compel by Mr. Rinn; and (ii) the taking and
scheduling of depositions. Owing to a travel schedule on my side, and assuming youOre
amenable to the holding of such a conversation, 10d suggest that we schedule the call for a date
during the first week or two of April, although | can be available on either March 31 or April 1,
if necessary.

10d also suggest that in the event our anticipated conversation does not fully satisfy Mr.
RinnOs concerns about the discovery production made by IML, we then should consider
involving the Board in an attempt to resolve those issues informally, to the extent possible, again
in hopes of narrowing and reducing the scope of the collective discovery requests, conforming
the partiesO responses to same, and avoiding the expense and distraction that would be incurred
by the filing of a motion to compel. Although the process outlinédademark Trial and
Appeal Board Manual of Procedure (OTBMRQI)13.01more typically concerns a post-filing
teleconference (OWhen appropriate and necessary, a motion or stipulation relating to discovery



David J. Hurley, Esq.
March 16, 2016
Page Two

may be resolved by telephone conference involving the parties and/or their attorneys and a Board
attorney or judge),O we also note fRAMP @ 502.06(aprovides that party may request a
telephone conference from the assigned Board attorney before it files the underlying motion,O
just as the subject of such a motion may promptly request such a conference, too. We would
welcome the involvement of an assigned Board attorney, should things come to that point.

We believe that you share our preference for direct, informal resolutions of disputes such
as those outlined in your letter, and so we hope you will agree, at least in principle, to the
approach suggested herein.

By way of other general comments, weQd also note that after considering each request for
clarification or additional information described in the eight pages of the Claimed Deigse
Letter, we find that although some of the requests may be reasonable, it may be better to revisit
quite a few of these issues after the parties have taken their respective deposition®tifez®s
principals. We believe such an approach would be consistent with the rules limiting relevant
discovery where it is Oobtainable from some other source that is more convenient, less
burdensome, or less expensivd.BMP o 402.02 The Claimed Deficiernes Letter also
reiterates certain discovery requests that we find to be unduly burdensome and/or where the cost
of responding to such requests Ooutweighs the need of the person seeking discovery of the
information.OTBMP = 402.02 For example, the second complete paragraph on page two of the
Claimed Defiencies Letter appears to request that IML provide the following information for
each documenML disclosed in response to RegistrantOs First Request for Production of
Documents: O[1] the identity of the custodian or person from whom the documents were
obtained, [2] an indication of whether they are retained in hard copy or digital format, [3]
assurance that the documents have been produced in the order in which they are maintained, and
[4] a general description of the filing system from which they were recovered.O

Put simply, we are attempting to provide a further good-faith response to your letter
without incurring undue expense or burden for either party. Please contact me at your
convenience if such a teleconference is of interest to your client or if you have any questions or
concerns regarding these matters.

Yours sincerely,

Sean Ploen















